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PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Sir: 

Review of the above-identified application prior to filing of the Appeal Brief is requested for the 
following reasons: 

The new Examiner's attention to the application is noted with appreciation, especially in picking it 
up as the third Examiner concerning this matter, and in her kind extension of an interview on November 9, 
2006. 

Note that the current claim set may be found in the Amendment submitted with the Request for 
Continued Examination mailed August 26, 2005. 

Turning to the most recent Office Action, the second Examiner rejected claims 1-24 under 
35 U.S.C. § 103(a) as being unpatentable over Jacobson in view of Fields (and additionally Kelley with 
respect to claims 2-4, 10-12, and 18-20). The third Examiner adopted the same view. The rejection is 
traversed in that the claims simply do not read on the cited combination(s). 

A concise description of the invention with an extended example is given in the Request for 
Reconsideration mailed September 27, 2006, on pages 2-6. 
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In Jacobson a user can define "region-sets" that consist of web pages on the internet (called 
"regions"). These region-sets can then be searched. A search of the region set would yield results that 
fall under the "tree" for each of the web pages in the region-set. For exannple, a user nnight set up region 
sets of two web sites, namely att.com/pagel and qwest.conri/page2. When the user searches they will 
only get results that fall under the tree for these two pages (e.g., att.com/page1/result1 and 
qwest.com/page2/foo/result2, but not att.com/AnotherPage because it does not fall under the tree). The 
user can define any number of these region-sets and then can create other region-sets by performing set 
logic on these region-sets. For example they can have a region-set that consists of the intersection or 
union of two other region-sets. 

Jacobson does not disclose a "hierarchical plurality of topic categories" (independent claims 1, 9. 
and 17). 

Jacobson's region-sets are one-dimensional lists of web sites. They have no hierarchy 
whatsoever. Furthermore, Jacobson does not contain topic categories. The second Examiner appears to 
relate the region-sets to topic categories, and then attempts to relate the regions (web pages such as 
att.com/page1) in the region-sets to sub-topics, and then presumably relates the pages under the tree of 
the regions (such as att.com/page1/page2) to sub-subtopics. But this completely stretches Jacobson and 
the meaning of "hierarchy" and "topic categories" in a manner one of ordinary skill in the art would not 
understand. In fact, with its one-dimensional list of region sets Jacobson teaches away from the present 
invention! 

The trees of the web pages or "regions" in Jacobson are not equivalent to a web index (or a 
hierarchical plurality of topic categories), they are merely a collection or group of multiple web sites that 
may or may not even relate to one another topically. One of ordinary skill in the art would not understand 
the web pages in a region to be a sub-hierarchy in a hierarchical plurality of topic categories. 
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Jacobson does not disclose a "permitting a user to specify any subset of the plurality of topic 
categories" (independent claims 1, 9, and 17). 

In Jacobsen, all a user can do is specify a region-set to search, and can create new region-sets 
through set logic operations. In the present invention, recall that the plurality of topic categories is 
hierarchical and changeable by the user. The user, by reorganizing the topic categories in the user's 
hierarchy, can create a topic category that can be any subset of topic categories in the hierarchy. All that 
Jacobsen allows one to do is to create and specify subsets of its region-sets, which again are not topic 
categories. 

Jacobson does not teach "allovtfing the user to rearrange hierarchicalizatlon of one or more 
categories" (dependent claims 6, 14, and 22). 

To repeat, the invention in Jacobson has no hierarchy of topic categories. Jacobsen's region-sets 
are one-dimensional lists of web sites (the web sites are what are hierarchically arranged in a tree 
structure). Jacobsen presents a flat structure that is not hierarchical in the first place. 

In the present invention a user can move a sub-sub-topic to the top level and can even move the 
top level topic "Recreation" under "Sports » Basketball » Professional » NBA" (though it may not make 
sense to another user). In order for this to be possible in Jacobson a user would need to be able to place 
the att.com/page1 web site under att.com/page1/page2/page3, which is not possible. 

In Jacobson, a user can only change the region-sets (which are one-dimensional lists of web 
pages). In Jacobson, the user has no control whatsoever over the regions themselves. The user cannot 
rearrange the hierarchy (or tree structure) of the regions since the regions in Jacobson are web sites on 
the internet that neither the user nor the invention in Jacobson control. In other words, to give Jacobson 
the power that the present invention has, a user of Jacobson's invention should have the ability to re-order 
the pages of someone else's web site, which is obviously not contemplated in Jacobson or even possible. 
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Jacobson does not teach that the user may specify any subset of the plurality of topic categories 
(the second element of each independent claim) "at any time, whereby the link information is 
dynamically updated to correspond to a new subset" (dependent claims 8, 16, and 24). 

In the present invention, a user customizes their web index and then the user can choose to 
search only that customized web index. As discussed above, Jacobson does not teach allowing a user to 
"specify any subset of the [hierarchical] plurality of topic categories by the user at any time." 

Furthermore, the user of the present invention does not have to know that a web page exists for it 
to be included in their customized web index. A user does not need to keep track of whether a web site 
becomes obsolete. Any obsolete web site is automatically deleted from every user's web index. 
Furthermore, any new web site is automatically added without the user having to do the work. In 
Jacobson the user not only has to know of the existence of a pertinent web site for it to be added, the user 
has to manually add it to a region-set. If a web site in one of their region-sets becomes obsolete it is not 
automatically removed and any new web sites that should theoretically fall under a region-set are not 
dynamically added. Therefore, the region-sets of Jacobson are not dynamically updated, only the web 
sites contained are so updated. As a result, in Jacobson a search could very easily be conducted of 
obsolete web sites or fail to search web sites that should have been included in the search. 
Additional Misconceptions (independent claims 1. 9, and 17), 

The present Examiner during a telephone interview had other misconceptions concerning the 
invention that should be pointed out. 

Again, the underlying problem is that the present invention is of a customizable and hierarchical 
Index, whereas the prior art shows merely an index that Is partially customizable but not hierarchical. In 
the prior art, what is indexed is hierarchical, but not the index itself. The primary reference teaches away 
from a hierarchical topic index structure by using merely a flat structure of region-sets. 

The Examiner opined that a site administrator could alter an index hierarchy (for example In a 
prior art search engine, such as Yahoo.com), and that Applicants' invention would read on that. This 
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illustrates three misconceptions. First (and principally), a site administrator acting in such capacity would 
not be a "user" as understood by one of ordinary skill in the art. Second, the Examiner should not be 
using non-cited prior art in order to object to Applicants' claims. Third, the Examiner should not be 
rejecting a claim based upon an added reference for a single claim element, as the claim as a whole must 
be considered. 

The Examiner also seemed of the view that the ability to pick a subset of a hierarchy to search 
reads on Applicants' claim element regarding specification of any subset. "Any" means "any", and anyone 
of ordinary skill in the art would so read it. So any applicable prior art having a hierarchical topic index 
such as Yahoo.com, again as yet uncited, that relates to ability to choose a single subset does not read on 
the ability of the user of the present invention to specify any subset of the hierarchy. All they have to do is 
to rearrange their hierarchy to their desire. 

Neither Fields nor Kelley cure the above noted deficiencies of Jacobson. Fields relates to a 
hyperlinked search interface for a distributed database involving selecting a word that is then linked to 
search results concerning that word. Kelley relates to web page searches in which the located web pages 
are stored locally, including non-HTML source code. Accordingly, all claims presented are patentable. 

As far as Applicants are aware, Applicants invention as claimed is still nowhere to be found on the 
Internet, some 7.5 years after Applicants' initial patent filing. I.e., there still are no search engines that 
allow users to customize their own hierarchical set of topic categories (which can be any subset, not 
merely a subset, of the initial set) and then search only that customized set. 

Review and a direction for allowance are respectfully requested. 

Respectfully submitted, 
PEACOCK/K^ERsJp.C. 



By: 



Jeffrey l^Myers 
Reg. Ncr J5,964 
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